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1 . In view of the Pre-Appeal Brief Request for Review filed on Dec. 1 1 , 2007, 
PROSECUTION IS HEREBY REOPENED. New grounds of rejection are set forth 
below. 

2. Claims 1-38 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

4. Claims 39, 42, 43 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lieber et al. Pat. No. 5,029,585. 

5. Lieber discloses forming a first portion of a flexible carrier from a first quantity of 
elastic material (col. 5, lines 35-42) with the first portion having a channel (19). A 
flexible member is positioned in the channel (col. 7, lines 13-20). The channel has a lip 
portion (see opening 75 shown in Fig. 5) toward an opening of the channel which would 
inherently retain the flexible member in the channel. A second portion of the flexible 
carrier is formed by disposing an uncured second quantity of elastic material in the 
channel to at least partially cover the portion of the flexible member positioned in the 
channel (col. 7, line 65-col. 8, line 2). The second material is at least partially cured to 
bond the second portion of the flexible carrier to the first portion of the flexible carrier 
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(col. 8, lines 2-5). The electrodes are bendable from a first shape to a second shape 
since they extend from one channel into another channel. The first and second portion 
of the flexible catheter having a durometer shore A hardness within the range of claim 
43 is inherent since polyvinylchloride is within the range. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 40, 41 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lieber et al. Pat. No. 5,029,585 taken together with Honeyman Pat. No. 3,901 ,965. 

8. Honeyman teaches a lumen formed by filling a first mold assembly with a first 
quantity of elastic material. It would have been obvious to a person of ordinary skill in 
the art to form the lumen in Lieber by filling a first mold assembly since this type of 
molding is known for producing catheters with multiple lumens. Lieber discloses the 
thermoplastic polymeric material 81 being injection molded Into the lumen (col. 8, lines 
2-4). It would have been obvious to a person of ordinary skill in the art of injection 
molding that the process would include positioning the lumen in a mold assembly to 
receive the uncured thermoplastic polymeric material 81 . The compressing of the first 
portion (lumen) against the second mold (injection molding) to seal the channel and 
contain the uncured second quantity of the elastic material in the channel during curing 
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of the second quantity of elastic material would have been obvious in Lieber since the 
material extending from the opening would cause tissue abrasion and blood clot 
formation (col. 8, lines 44-48). The examiner noted that the Lieber col. 8, lines 23-25 is 
referring to the material not being deformed during the extruding and pressing of the 
material into the cavity, this is not during the closing of the injection mold. The first and 
second portion of the flexible catheter having a durometer shore A hardness within the 
range of claim 43 would have been obvious to a person of ordinary skill in the art since 
polyvinylchloride is within the range. 

9. Claims 39-45, 47, 48, 50-65 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bishay et al (U.S. Patent Application Publication 2001/0021869) 
taken together with either O'Brien et al. Pat. No. 6,027,679 or Leighton Pat. No. 
4,339,407. 

1 0. Bishay discloses a method of forming a flexible support member reading on claim 
44. Bishay teaches molding a portion of the support member including a cable channel 
and first and second engagement members for couplings having first and second 
surfaces, laying a bundled link and individual links in the channel, and attaching a 
second portion with a second surface in an overmold process. It is the Examiner's 
position that layered surfaces in direct contact are coplanar. Specifically the top surface 
of the first surface and the bottom surface of the second surface contact each other in a 
shared plane (coplanar). See paragraph [0103] and Fig. 23. Bishay teaches a 
cylindrical shape for an engagement member, as required by claim 45. See paragraph 
[0109] and Fig. 26. Bishay teaches link portions spanning to first and second 
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engagement members, as required by claims 57 and 58. Tliis is illustrated by reference 
character 250 in Fig. 23. Bishay teaches a deformable member as a cable harness, as 
required by claim 61 . See paragraph [0103]. Bishay teaches the use of Santopene® in 
paragraph [0103]. As noted above in the discussion of claims 43 and 50, Santopene® 
meets the durometer requirements of claim 47. Lieghton and O'Brien each teach the 
forming of electronic encapsulated wiring by molding a first portion, inserting the wiring 
and molding a second portion which is cured to the first portion and the use of lips or 
protrusions. It would have been obvious to a person of ordinary skill in the art to mold 
the coupler support of Bishay using the known molding steps for electron couplers since 
these steps are known to provide encapsulated wiring and may have been considered 
within the steps of overmolding. Each of Bishay [0103] and O'Brien (Fig. 3) teach at 
least two members, first elongate flexible member and elongate deformable member, 
inserted into a channel, 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jill L. Heitbrink whose telephone number is (571 ) 272- 
1 199. The examiner can normally be reached on Monday-Friday 9 am -2 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra Gupta can be reached on (571) 272-1316. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jill L. Heitbrink/ 

Primary Examiner, Art Unit 1791 
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